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DETAILED ACTION 
Status of Claims 

1. This action is in reply to the amendment filed on 10 March 2009. 

2. Claims 1 and 10 have been amended. 

3. Claims 19-22 have been added. 

4. Claims 13-18 have been canceled. 

5. Claims 1, 3 and 10-12 and 19-22 are currently pending and have been examined. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

8. Claims 1, 3, 10-12 and 19-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Garrett (US 6,473,738 B1) in view of Jacobi et al. (US 7,1 13,917 B2). 

Claim 1: 

Garrett, as shown, discloses the following limitations: 

• determining, by the computerized transaction system, if the computerized 
transaction is associated with the user or on behalf of a third party (see at 
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least column 3, lines 50-52, the customer indicates while shopping that an 
item is intended for a third party), 

• aggregating, by the computerized transaction system, information associated 
with the transaction in a profile corresponding to the user if the computerized 
transaction is determined to be associated with the user (see at least column 
3, lines 52-53, "saving the selection list"), 

• aggregating, by the computerized transaction system, the information 
associated with the transaction in the profile corresponding to the user 
according to a profile distinction associated with the third party if the 
computerized transaction is determined to be associated with the third party 
(see at least column 3, lines 52-53, "saving the selection list"), 

Garrett does not specifically disclose the following additional limitations, but Jacobi, as 
shown, does: 

• determining an offer tailored to one or more of the user or to the third party 
based upon either the profile corresponding to the user or the profile 
distinction associated with the third party (see at least column 6, lines 14-22 
provides recommendations based on items in user's list), 

• presenting, by the computerized transaction system, the offer to the user, 
wherein the offer comprises one or more of a special offer, a promotion, a 
product recommendation, and a product suggestion (see at least column 4, 
lines 55-61, implementing a variety of recommendation services... generates 
personal recommendations), 

• the offer, if tailored for the third party, is based upon the profile distinction 
corresponding to the third party and Is not based upon the profile 
corresponding to the user (see at least column 6, lines 23-37, user 
designates shopping carts for different people (self, children , etcetera) and 
recommendations are made based on current shopping cart contents or past 
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shopping cart purcliases/selections, but are specific to a particular 
designated sliopping cart), 

• the offer, if tailored to the user, is based upon the profile distinction 
corresponding to the user and is not based upon the profile distinction 
associated with the third party (see at least column 6, lines 23-37, user 
designates shopping carts for different people (self, children , etcetera) and 
recommendations are made based on current shopping cart contents or past 
shopping cart purchases/selections, but are specific to a particular 
designated shopping cart). 

It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to combine capacity to differentiate between purchase histories and item 
selections for various parties within one user's account (the invention of Garrett) with the 
automated generation of product promotions/recommendations based on shopping cart 
content and previous purchases (the invention of Jacobi) since the claimed invention is 
merely a combination of old elements, and in the combination each element merely 
would have performed the same function as it did separately, and one of ordinary skill in 
the art would have recognized that the results of the combination were predictable. 
Claim 3: 

The combination Garrett/Jacobi discloses the limitations as shown in the rejections 
above. Further, Garrett, as shown, discloses the following limitations: 

• determining if the profile distinction associated with the third party is already 
present in the profile (see at least column 6, line 42, the list of parties can be 
displayed), 

• establishing the profile distinction associated with the third party if the profile 

distinction is not already present in the profile (see at least column 3, lines 
46-47, generating... a list of names... the customer may associate items 
with). 
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• aggregating the information associated with the transaction in the profile 
distinction associated with the third party if the profile distinction is already 
present in the profile (see at least column 3, lines 52-53, "saving the 
selection list). 

Claim 10: 

Garrett, as shown, discloses the following limitations: 

• initiating a computerized transaction with the user by the merchant for a 
subject using the computerized transaction system (see at least column 6, 
line 16-20, log-on), 

• receiving, by the computerized transaction system, from the user an 
indication of whether the subject of the computerized transaction is intended 
for use by the user or by a third party (see at least column 3, lines 50-52, the 
customer indicates while shopping that an item is intended for a third party), 

• distinguishing in the computerized database system between the subject of 
computerized transactions by the user that is intended for use by the user 
and the subject of computerized transactions by the user that is intended for 
use by the third party (see at least column 3, lines 50-52, the customer 
indicates while shopping that an item is intended for a third party), 

• aggregating the information associated with the transaction in a profile 
corresponding to the user if the subject of the computerized transaction is 
determined to be associated with the user (see at least column 3, lines 52- 
53, "saving the selection list"), 

• aggregating the information associated with the transaction in a profile 
corresponding to the user according to a profile distinction associated with 
the third party if the subject of the computerized transaction is determined to 
be associated with the third party (see at least column 3, lines 52-53, "saving 
the selection list"). 
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Garrett does not specifically disclose the following additional limitations, but Jacob!, as 
shown, does: 

• determining an offer tailored to one or more of tfie user or to ttie ttiird party 
based upon eittier ttie profile corresponding to the user or the profile 
distinction associated with the third party (see at least column 6, lines 14-22 
provides recommendations based on items in user's list), 

• presenting, by the computerized transaction system, the offer to the user, 
wherein the offer comprises one or more of a special offer, a promotion, a 
product recommendation, and a product suggestion (see at least column 4, 
lines 55-61, implementing a variety of recommendation services... generates 
personal recommendations), 

• the offer, if tailored for the third party, is based upon the profile distinction 
corresponding to the third party and is not based upon the profile 
corresponding to the user (see at least column 6, lines 23-37, user 
designates shopping carts for different people (self, children , etcetera) and 
recommendations are made based on current shopping cart contents or past 
shopping cart purchases/selections, but are specific to a particular 
designated shopping cart), 

• the offer, if tailored to the user, is based upon the profile distinction 
corresponding to the user and is not based upon the profile distinction 
associated with the third party (see at least column 6, lines 23-37, user 
designates shopping carts for different people (self, children , etcetera) and 
recommendations are made based on current shopping cart contents or past 
shopping cart purchases/selections, but are specific to a particular 
designated shopping cart). 

It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to combine capacity to differentiate between purchase histories and item 
selections for various parties within one user's account (the invention of Garrett) with the 
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automated generation of product promotions/recommendations based on shopping cart 
content and previous purcliases (tlie invention of Jacobi) since tlie claimed invention is 
merely a combination of old elements, and in the combination each element merely 
would have performed the same function as it did separately, and one of ordinary skill in 
the art would have recognized that the results of the combination were predictable. 
Claim 11: 

The combination Garrett/Jacobi discloses the limitations as shown in the rejections 
above. Further, Garrett, as shown, discloses the following limitations: 

• the presenting the offer to the user is not based upon the information in the 
user profile regarding the subject of computerized transactions by the user 
that is intended for use by the third party (see at least column 7, lines 39-40 
shopping list, see also Figure 5, there is no guidance in the specification 
defining the contents of a user profile, examiner interprets the user profile to 
be a aggregation of previous purchases designated to the user not to third 
party recipients, further examiner broadly interprets any listing or products to 
constitute an offer, therefore a list of products organized under products 
purchased or to be purchased by/for the user anticipates the limitation). 

Claim 12: 

The combination Garrett/Jacobi discloses the limitations as shown in the rejections 
above. Further, Garrett, as shown, discloses the following limitations: 

• aggregating, in a user profile for the user in the computerized database 

system, information regarding the subject of computerized transactions by 
the user that is intended for use by the user (see at least column 3, lines 52- 
53, "saving the selection list"), 

• aggregating, in the user profile for the user in the computerized database 
system, information regarding the subject of computerized transactions by 
the user that is intended for use by the third party (see at least column 3, 
lines 52-53, "saving the selection list"). 
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Claims 19, 20 and 22: 

The combination Garrett/Jacobi discloses tlie limitations as shown in the rejections 
above. Garrett does not specifically disclose offers. However, Jacobi, as shown, 
discloses the following limitation: 

• the determining of an offer is based upon a past purctiase transactions and 
tfie presented offer is for a future purctiase by tfie user (see at least column 
6, line 33-37, uses items that were purchased as basis for offers). 

It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to combine capacity to differentiate between purchase histories and item 
selections for various parties within one user's account (the invention of Garrett) with the 
automated generation of product promotions/recommendations based on shopping cart 
content and previous purchases (the invention of Jacobi) since the claimed invention is 
merely a combination of old elements, and in the combination each element merely 
would have performed the same function as it did separately, and one of ordinary skill in 
the art would have recognized that the results of the combination were predictable. 
Claim 21: 

Garrett, as shown, discloses the following limitations: 

• determining, by ttie computerized transaction system, if the computerized 
purchase transaction is associated with the user or if the computerized 
purchase transaction is associated with the user on behalf of a third party 
(see at least column 3, lines 50-52, the customer indicates while shopping 
that an item is intended for a third party), 

• aggregating, by the computerized transaction system, information associated 
with the purchase transaction in a profile corresponding to the user if the 
computerized purchase transaction is determined to be associated with the 
user {see at least column 3, lines 52-53, "saving the selection list"), 

• aggregating, by the computerized transaction system, the information 
associated with the purchase transaction in the profile corresponding to the 
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user according to a profile distinction associated with tiie third party if the 
computerized purchase transaction is determined to be associated with the 
third party (see at least column 3, lines 52-53, "saving the selection list"), 

Garrett does not specifically disclose the following additional limitations, but Jacobi, as 

shown, does: 

• determining an offer tailored to one or more of the user or to the third party 
based upon either the profile corresponding to the user or the profile 
distinction associated with the third party (see at least column 6, lines 14-22 
provides recommendations based on items in user's list), 

• presenting, by the computerized transaction system, the offer to the user, 
wherein the offer comprises one or more of a special offer, a promotion, a 
product recommendation, and a product suggestion (see at least column 4, 
lines 55-61, implementing a variety of recommendation services... generates 
personal recommendations), 

• the offer, if tailored for the third party, is based upon the profile distinction 
corresponding to the third party and is not based upon the profile 
corresponding to the user (see at least column 6, lines 23-37, user 
designates shopping carts for different people (self, children , etcetera) and 
recommendations are made based on current shopping cart contents or past 
shopping cart purchases/selections, but are specific to a particular 
designated shopping cart), 

• the offer, if tailored to the user, is based upon the profile distinction 
corresponding to the user and is not based upon the profile distinction 
associated with the third party (see at least column 6, lines 23-37, user 
designates shopping carts for different people (self, children , etcetera) and 
recommendations are made based on current shopping cart contents or past 
shopping cart purchases/selections, but are specific to a particular 
designated shopping cart). 
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It would have been obvious to one having ordinary sl<ill in the art at the time the invention 
was made to combine capacity to differentiate between purchase histories and item 
selections for various parties within one user's account (the invention of Garrett) with the 
automated generation of product promotions/recommendations based on shopping cart 
content and previous purchases (the invention of Jacobi) since the claimed invention is 
merely a combination of old elements, and in the combination each element merely 
would have performed the same function as it did separately, and one of ordinary skill in 
the art would have recognized that the results of the combination were predictable. 



Response to Arguments 

9. Applicant's arguments filed 10 March 2009 have been fully considered but they are not 
persuasive. Applicant argues on page 8 of Applicant's remarks that Jacobi does not disclose 
providing offers based on the individual profiles and Applicant attempts to elaborate on this 
alleged distinction in the claims with Applicant's amendments to the independent claims which 
explicitly states that offers are based on one profile and not the other. However, Examiner 
disagrees that Jacobi does not disclose offers based on a single profile, as noted in the rejection 
above, Jacobi discloses a distinction capability among shopping carts that is analogous to the 
distinctions among profiles in Garrett and the Applicant's application. Further Jacobi discloses in 
at least column 6, lines 23-37 generating recommendations based on either the current contents 
of a specific shopping cart or previous contents that were purchased from the specific shopping 
cart. Jacobi further notes in column 6, line 38-42, that the same techniques for generating 
recommendations based on shopping cart contents can also be incorporated into other 
recommendation systems. Examiner determined that the recommendation features may be 
combined with the Garrett reference which discloses profile distinctions as show in the rejection 
above. Therefore Applicant's claim limitations which are both directed to generating offers and to 
profile distinctions are taught by a combination of teachings from the Jacobi and Garrett 
references. In response to applicant's arguments against the references individually, one cannot 
show nonobviousness by attacking references individually where the rejections are based on 
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combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

10. Applicant argues on page 10 that Jacobi does not disclose the "presenting... the offer..." 
limitations of the claims because the Jacobi reference does not specifically disclose that the offer 
presented is based on profile distinctions. Essentially Applicant again is arguing, as noted above, 
the references individually when the rejection is based on a combination of references. The 
rejection indicates that Garrett is relied on to teach the profile distinction limitations, further that 
Jacobi's analogous distinction ability between shopping carts, allowing for specialized 
recommendations among the differentiated shopping carts, may be applied by one having 
ordinary skill in the art at the time of the invention to the profiles of Garrett. This combination 
teaches the limitations of generating offers based on profile distinctions, and further, as shown by 
Jacobi's disclosure of actually presenting the generated offers to a user, the combination further 
teaches the claim limitation of presenting the offers to the user. 

Conclusion 

11. The prior art rejections are maintained in this action. Accordingly, THIS ACTION IS MADE 
FINAL. Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

12. A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period will expire on the 
date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final action. 

13. Any inquiry of a general nature or relating to the status of this application or concerning this 
communication or earlier communications from the Examiner should be directed to Nathan C 
Uber whose telephone number is 571.270.3923. The Examiner can normally be reached on 
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Monday-Friday, 8:30am-4:00pm EST. If attempts to reacli tlie examiner by telephone are 
unsuccessful, the Examiner's supervisor, Eric Stamber can be reached at 571.272.6724. 

14. Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://portal.uspto.gov/external/portal/pair <http://pair-direct.uspto.gov>. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866.217.9197 (toll-free). 

15. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarlcs 

P.O. Box 1450, Alexandria, VA 22313-1450 

or faxed to 571-273-8300. 

16. Hand delivered responses should be brought to the United States Patent and Trademarl( 
Office Customer Service Window: 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314. 

/Nathan 0 Uber/ Examiner, Art Unit 3622 
6 July 2009 



/Eric W. Stamber/ 

Supervisory Patent Examiner, Art Unit 3622 



